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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
All F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b), 

Effective January 1, 1994, a registered attomey or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fiilly comply 
with 37 CFR 3.73(b). 

2. Claims 10-15 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-8 of U.S. Patent No. 
6,341 ,161 . Although the conflicting claims are not identical, they are not patentably 
distinct fi-om each other because claims 1-8 of U.S. Patent No. 6,341,161 in view of 
Bartholomew (5,497,414) clearly read on claims 10-15 of this pending application. 

Consider claims 10-15. Claims 1-8 of U.S. Patent No. 6,341,161 teach all 
limitations in claims 10-15 of this pending apphcation, except for determining whether 
the calling party number has at least seven to ten digits. 

It is noted that North American Numbering Plan is defined as the subset of the 
E.164 numbering plan that is used in North America, Hawaii and the Caribbean. NANP 
specifies a ten-digit telephone number as: a three-digit Area Code (NPA), followed by a 
seven-digit directory nimiber. The directory number is comprised of a three-digit CO 
code, and a four-digit line number. CLID - calling line ID is defined as the telephone 
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number of the party placing a call. ISDN telephones (and some analog telephones) 
display this number while the called party's telephone is ringing. CLDD is used in 
applications such as call screening. Bartholomew teaches detecting the calling party's 
address; comparing the detected calling party number with the CPR (column(s) 6, line(s) 
5-20, line(s) 60 to column(s) 7, line(s) 18). The calling party number thus has at least 
seven to ten digits to be conformed and/or complied with the NANP standard. Therefore, 
Bartholomew would obviously teach the step that determines whether the calling party 
number has at least seven to ten digits. 

3. Claims 19-20 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-8 of U.S. Patent No. 
6,766,003. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because claims 1-8 of U.S. Patent No. 6,766,003 clearly read on 
claims 19-20 of this pending application. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by Tatchell et 
al (5,905,774). 
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Consider claims 1-2. Tatchell teaches an apparatus for processing a call from a 
calling party (calling party 22) at a calling communication station to a called 
communication station (i.e., subscriber 17a-17n), comprising means for determining 
whether standard caller identification information is valid (e.g., the CLED cannot be 
verified or detected; column 20 lines 50-51; see figures 8a-b steps 103 and 106); means 
for transmitting a request for audible caller identification information to the calling 
communication station (e.g., agent obtains caller's name as delivered over the network or 
by asking the caller to say their name ; figure 8b step 106); and transmitting the audible 
caller identification information to the called conraiunication station (fig(s). 8b, step 106). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

7. Claims 3-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tatchell et al (5,905,774) in view of Bartholomew (5,497,414). 

Consider claims 3-8. Tatchell teaches all limitations (see the rejections of claims 
1-2), except for determining whether the calling party number has at least seven to ten 
digits. 



Application/Control Number: 10/024,645 Page 5 

Art Unit: 2643 

It is noted that North American Numbering Plan is defined as the subset of the 
E.164 numbering plan that is used in North America, Hawaii and the Caribbean. NANP 
specifies a ten-digit telephone number as: a three-digit Area Code G^A), followed by a 
seven-digit directory number. The directory number is comprised of a three-digit CO 
code, and a four-digit line number. CLID - calling line ID is defined as the telephone 
number of the party placing a call. ISDN telephones (and some analog telephones) 
display this number while the called party's telephone is ringing. CLID is used in 
appUcations such as call screening. Bartholomew teaches detecting the calling party's 
address; comparing the detected calling party number with the CPR (colunm(s) 6, line(s) 
5-20, line(s) 60 to column(s) 7, line(s) 18). The calling party number thus has at least 
seven to ten digits to be conformed and/or complied with the NANP standard. Therefore, 
Bartholomew would obviously teach the step that determines whether the calling party 
number has at least seven to ten digits. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to utilize the teachings of Bartholomew into the teachings of 
Tatchell in order to add flexibility in control of access for called parties while protecting 
privacy of caller parties. 

8. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tatchell et 
al (5,905,774) in view of Simpson et al (6,816,581). 

Consider claim 9. Tatchell teaches all limitations (see the rejections of claims 1- 
2), except for detecting in the TAT the calling party identifier, the called party identifier; 
determining if the calling party identifier corresponds to a valid or invalid directory 
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number, and placing the called party id in the call forward message as a redirecting party 
id; and marking the presentation indicator associated with the redirecting party id as 
presentation allowed. 

Simpson illustrates in fig(s). 6-7 and 6a-7a in which steps 603, 703 reads on step 
receivmg a TAT and detecting in the TAT the calling party identifier (CgPN), the called 
party identifier (CdPN); steps 604, 704 reads on step determining if the calling party 
identifier corresponds to a valid or invalid directory number (e.g., valid =111-111-1111 
or invalid = blank); steps 604 and 704, response 3 read on the step if the calling party id 
is an invalid directory number), placing the called party id in the call forward message as 
a redirecting party id; and marking the presentation indicator associated with the 
redirecting party id as presentation allowed (see response 3, called party id = 222-222- 
2222 is placed in the redirected and marking the presentation indicator associated with 
the redirecting party id as presentation allowed (i.e., public)). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to utilize the teachings of Simpson into the teachings of 
Tatchell in order to provide a privacy screening service to its subscribers. 

9. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tatchell 
et al (5,905,774) in view of Simpson et al (6,816,581). 

Consider claim 16. Tatchell teaches an apparatus for processing a call from a 
calling party (caUing party 22) at a calling communication station to a called 
communication station (i.e., subscriber 17a-17n), comprising means for determining 
whether standard caller identification information is valid (e.g., the CLID cannot be 
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verified or detected; column 20 lines 50-51; see figures 8a-b steps 103 and 106); means 
for transmitting a request for audible caller identification information to the calling 
communication station (e.g., agent obtains caller's name as delivered over the network or 
by asking the caller to say their name : figure 8b step 106); and transmitting the audible 
caller identification information to the called communication station (fig(s). 8b, step 106). 
Tatchell does not clearly teach detecting in the TAT the calling party identifier, the called 
party identifier; determining if the calling party identifier corresponds to a vaUd or 
invalid directory number, and placing the called party id in the call forward message as a 
redirecting party id; and marking the presentation indicator associated with the 
redirecting party id as presentation allowed. 

Simpson illustrates in fig(s). 6-7 and 6a-7a in which steps 603, 703 reads on step 
receiving a TAT and detecting in the TAT the calling party identifier (CgPN), the called 
party identifier (CdPN); steps 604, 704 reads on step determining if the calling party 
identifier corresponds to a valid or invalid directory number (e.g., vaUd =111-111-1111 
or invalid = blank); steps 604 and 704, response 3 read on the step if the caUing party id 
is an invalid directory number, placing the called party id in the call forward message as a 
redirecting party id; and marking the presentation indicator associated with the 
redirecting party id as presentation allowed (see response 3, called party id = 222-222- 
2222 is placed in the redirected and marking the presentation indicator associated with 
the redirecting party id as presentation allowed (i.e., pubUc)). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to utilize the teachings of Simpson into the teachings of 
Tatchell in order to provide a privacy screening service to its subscribers. 
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10. Claims 17-18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tatchell et al (5,905,774) in view of Simpson et al (6,816,581) as applied to claim 16 
above, and further in view of Bartholomew (5,497,414). 

Consider claim 17-18. Tatchell in view of Simpson teaches all limitations in 
claims 10-15 of this pending application, except for determining whether the calling party 
niunber has at least seven to ten digits. 

It is noted that North American Numbering Plan is defined as the subset of the 
E.164 numbering plan that is used in North America, Hawaii and the Caribbean. NANP 
specifies a ten-digit telephone number as: a three-digit Area Code (NPA), followed by a 
seven-digit directory number. The directory nimiber is comprised of a three-digit CO 
code, and a four-digit line number. CLID - calling line ID is defined as the telephone 
number of the party placing a call. ISDN telephones (and some analog telephones) 
display this number while the called party's telephone is ringing. CLID is used in 
applications such as call screening. Bartholomew teaches detecting the calling party's 
address; comparing the detected calling party number with the CPR (column(s) 6, line(s) 
5-20, line(s) 60 to column(s) 7, line(s) 18). The calling party number thus has at least 
seven to ten digits to be conformed and/or complied with the NANP standard. Therefore, 
Bartholomew would obviously teach the step that determines whether the calling party 
nimiber has at least seven to ten digits. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to utilize the teachings of Bartholomew into the teachings of 
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Tatchell in order to add flexibility in control of access for called parties while protecting 
privacy of caller parties. 



1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Due Nguyen whose telephone number is (571)272-7503. 
The examiner can normally be reached on 7:00AM-3:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kuntz Curtis can be reached on 571-272-7499. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
pubhshed applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Due Nguyen 
Primary Examiner 
Art Unit 2643 
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